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DETAILED ACTION 

1. Claims 1-13, 14-19, 21-29, 31-54, and 56-108 are remained pending and claims 13, 20, and 
55 has been deleted. 

2. Claim Rejections - 35 USC § 101 
35 U S C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title- 
Claims 1, 40, 63, 88, are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two prong test of: 

(1 ) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete and tangible result. 
For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) are found to be non-statutory subject matter. 
For a process claim to pass muster, the recited process must somehow apply, involve, 
use, or advance the technological arts. In the present case, claims 1 , 40, 63, 88, do 
not recite any structure or functionality to suggest that a computer performs the recited 
claims. Thus, claims 1, 40, 63, 88, are rejected as being directed to non-statutory 
subject matter. 

Applicant's is advised to imbed a computer or processor in the body of the claims. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: (a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 
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4. The factual inquiries set forth in Graham v. John Deere Co., 148 USPQ 459, that 
are applied for establishing a background for determining obviousness under 35 U.S.C. 

103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or unobviousness. 

5. Claims 1-13, 14-19, 21-29, 31-54, and 56-108, are rejected under 35 U.S.C. 103(a) 
as being unpatentable over McMullin US Patent No. 6, 222, 914) in view Bartoli et al 
(Hereinafter Bartoli US Patent No. 6, 047, 268). 

As per claim 1 , McMullin discloses providing a debit card ("i.e. debit card see 
column 2 line 15-40") to the user, wherein the debit card is associated with a financial 
account ("i. e, card holder account" see column 1 lines 16-38) such that the user may 
use the debit card to make purchases (See column 2 lines 15-40), and an amount 
corresponding, at least in part, to the cost of the purchase made using the debit card is 
debited to the financial account defining periods of time("i. e, billing cycle") (See column 
3 lines 55-65 and column 4 lines 1-5 and line 25-30) providing a report ("i.e. bill" see 
column 3 lines 55-65) to the user, (see column 3 lines 55-65) at the end of each defined 
period identifying, ("i. e, monthly") at least in part, the purchases made with the debit 
card during the defined period, (see column 3 lines 55-65 and column 4 lines 5-30) 
designating a retailer as a preferred retailer, ("i. e, "sponsor" see column 2 lines 35-40") 
calculating a reward amount for the user based at least in part, on purchases made 
using the debit card during a current period (See column 7 lines line 35 and column 4 
lines 25-30 and column 2 lines 45-59) and crediting the reward amount generated 
during the current period to a user account. (See column 4 lines 25-30) and activating 
("i. e, end of delay period") the user reward amount at the end of the current period. 
(See column 4 line 32-45) and debiting the amount of the cost of a purchase in a 
subsequent period from the financial account, (see column 3 line 65) and crediting ("i. e, 
payment") the financial account an amount up to the amount of the purchase("i. e, 
charge amounts") in the subsequent period from the activated user reward account for 
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purchases made at the preferred retailer and reward account. (see column 1 lines 30-38 
and column 2 lines 14-60). 

McMullin fail to explicitly teach designating a theme comprising a plurality of items 
offered by a plurality of providers wherein each item comprises at least one of a good 
^ and and service and each provider comprises one of a merchant and service provider. 

However Bartoli discloses the merchant's server associates the number telephone 
call with the request via the Internet for the goods or services in order to authenticate 
and authorize the transaction, a method of billing for transactions conducted over the 
Internet is disclosed in which a billing server connected on the Internet receives the IP 
address assigned to that user's client for the current user session and an indication of 
the user's identity from the user/customer's Internet Access Provider (IAP). In response 
to a chargeable transaction, the merchant's server transmits to a billing platform the IP 
address identity of the user making the transaction and the cost associated with the 
transaction. The billing server then cross-references the IP address associated with the 
cost of the transaction received from the merchant's server with the IP-address/user- 
identity relationship received from the IAP to properly charge an established account of 
the user for the transaction. Such an account is established by the user prior to the 
execution of the transaction for billing in a predetermined manner to, for example, the 
user's selected credit card, the user's debit card, the user's telephone account 
associated with his or her phone number, the user's merchant credit card, or other 
billing mechanism. For this billing methodology, arrangements thus need be established 
between billing server and the large number of different Internet Access Providers that 
provide Internet access to a tremendously large customer base since for each user's 
session the IAP must be programmed to forward to the appropriate billing server the 
relationship between the user's currently assigned IP address and identity.(See column 
2 lines 27-67 and column 3 lines 1-67 and column 4-9 lines 1-67). 
Therefore it would have obvious to one of ordinary skill in the art at the time the 
invention was made that the teachings of McMullin to include designating a theme 
comprising a plurality of items offered by a plurality of providers wherein each item 
comprises at least one of a good and service and each provider comprises one of a 
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merchant and service provider taught by Bartoji in order to bill a user for transactions for 
services and or goods provided and or ordered over the internet. 

As per claim 2, McMullin discloses wherein the debit card is issued by the 
financial institution and wherein the financial account is held by the financial institution, 
(see column 1 lines 50-65 and column 2 lines 35-65 and column 4 lines 5-45). 

As per claim 3, McMullin discloses wherein the debit card is issued by a first 
financial institution and wherein the financial account is held by a second financial 
institution, .(see column 1 lines 50-65 and column 2 lines 35-65 and column 4 lines 5- 
45). 

As per claim 4, McMullin discloses further comprising storing user reward 
amounts for periods prior to the current period .(see column 1 lines 50-65 and column 2 
lines 35-65 and column 4 lines 5-45). 

As per claim 5, McMullin discloses wherein the billing report at the end of the 
period includes a statement of the reward amount generated in periods prior to the 
period and not yet redeemed, the reward amount earned during the period, the reward 
amount redeemed during the period, and the total reward amount earned but not yet 
redeemed, (see column 1 lines 50-65 and column 2 lines 35-65 and column 4 lines 5- 
45). 

As per claim 6, McMullin discloses wherein the billing report further includes a 
statement of the total reward amount generated in all periods. 

As per claim 7, McMullin discloses further comprising displaying the logo of the 
financial institution on the debit card, (see column 1 lines 50-65 and column 2 lines 35- 
65 and column 4 lines 5-45). 

As per claim 8, McMullin discloses further comprising displaying the logo of the 
prefen-ed retailer on the debit card, (see column 1 lines 50-65 and column 2 lines 35-65 
and column 4 lines 5-45). 

As per claim 9, McMullin discloses wherein the prel-erred retailer comprises a 
plurality of retailers. 
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As per claim 10, McMullin discloses wherein the preferred retailer is an entity 
representing a plurality of distinct retailers, (see column 1 lines 50-65 and column 2 
lines 35-65 and column 4 lines 5-45). 

As per claim 1 1 , McMullin discloses wherein the entity has a theme and the 
plurality of distinct retailers market goods or services related to theme, .(see column 1 
lines 50-65 and column 2 lines 35-65 and column 4 lines 5-45). 

As per claim 22, McMullin discloses wherein the entity is a charitable 
institution. (see column 1 lines 50-65 and column 2 lines 35-65 and column 4 lines 5-45). 

As per claim 14, McMullin discloses comprising calculating the reward amount, at 
lest, in part, as a percentage of the cost of purchases made at the preferred retailer by 
the user using , the debit card, .(see column 1 lines 50-65 and column 2 lines 35-65 and 
column 4 lines 5-45). 

As per claim 15, McMullin discloses further comprising calculating the reward 
amount, at least in part, as the sum of a first percentage of the cost of purchases made 
at the preferred retailer by the user using the debit card up to a first level of purchases 
and as a second percentage of the cost of purchases made at the preferred retailer by 
the user using the debit card up to a second level of purchases, (see column 1 lines 50- 
65 and column 2 lines 35-65 and column 4 lines 5-45). 

As per claim 16, McMullin discloses further comprising calculating the reward 
amount, at least in part, as the sum of a first percentage of the cost of all purchases 
made by the user using the debit card and as a second percentage of the cost of 
purchases made at the preferred retailer by the user using the debit card, (see column 1 
lines 50-65 and column 2 lines 35-65 and column 4 lines 5-45). 

As per claim 17, McMullin discloses further comprising calculating the reward 
amount, at least in part, as the sum of a first percentage of the cost of all purchases 
made by the user using the debit card up to a first level of purchases and as a second 
percentage of the cost of purchases made at the preferred retailer by the user using the 
debit card up to a second level of purchases, .(see column 1 lines 50-65 and column 2 
lines 35-65 and column 4 lines 5-45). 
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As per claim 18, McMullin discloses further comprising calculating the reward 
amount, at least in part, based on purchases of the designated goods made at the 
preferred retailer using the debit card, .(see column 1 lines 50-65 and column 2 lines 
35-65 and column 4 lines 5-45). 

As per claim 19, McMullin discloses further comprising calculating the reward 
amount, at least in part, as the sum of a first percentage of the cost of certain 
designated goods at the preferred retailer and as a second percentage of the cost of 
other purchases at the preferred retailer, .(see column 1 lines 50-65 and column 2 lines 
35-65 and column 4 lines 5-45). 

As per claim 21 , McMullin discloses wherein the reward account includes an 
activated component and a dormant component, and the financial account is credited 
for amounts up to the amount of purchases made by the user at the preferred retailer 
using the debit card from the activated component of the reward account up to the full 
amount of the active component. (see column 1 lines 50-65 and column 2 lines 35-65 
and column 4 lines 5-45). 

As per claim 22, McMullin discloses wherein the financial account is credited from 
the user reward account after the financial account is debited an amount of the cost of 
the purchase in the subsequent period. (see column 2 lines 35-55 and column 4 lines 5- 
45). 

As per claims 23, McMullin discloses a system of reward management and 
tracking for a debit card reward program for a retailer in a-current period, including a 
user having a financial account with a financial institution and a debit card issued to the 
user and associated with the financial account such that the financial account is debited 
for purchases made by the user with the debit card, the system comprising, .(see 
column 2 lines 35-55 and column 3 lines 55-65 and column 4 lines 5-45). 
a computer memory means for storing data.(i. e, database see column 2 lines 45-55) 
and a computer processor.('i. e, inherent with computers") operably engaged to the 
computer memory means, the computer processor including: 

current period. (see column 2 lines 35-55 and column 3 lines 55-65 and column 4 lines 
5-45) means for storing identity of the user; 
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means for storing a reward earned by the user prior to the current period; means for 
calculating the reward earned by the user during the current period; means for 
activating the reward earned during the current period at the end of the 
means for crediting the financial account an amount corresponding to a purchase made 
during the current period at a preferred retailer, up to an amount equal to the reward 
earned by the user prior to the current period. (see column 3 (ines 55-65 and column 4 
lines 5-45) and means for reducing the amount of the reward earned by the user prior 
to the current period by an amount corresponding to the amount that the financial 
account was credited. (see column 2 lines 35-55 and column 3 lines 55-65 and column 4 
lines 5-45). 

McMullin fail to explicitly teach designating a theme comprising a plurality of items 
offered by a plurality of providers wherein each item comprises at least one of a good 
and and service and each provider comprises one of a merchant and service provider. 

However Bartoli discloses the merchant's server associates the number telephone 
call with the request via the Internet for the goods or services in order to authenticate 
and authorize the transaction, a method of billing for transactions conducted over the 
Internet is disclosed in which a billing server connected on the Internet receives the IP 
address assigned to that user's client for the current user session and an indication of 
the user's identity from the user/customer's Internet Access Provider (IAP). In response 
to a chargeable transaction, the merchant's server transmits to a billing platform the IP 
address identity of the user making the transaction and the cost associated with the 
transaction. The billing server then cross-references the IP address associated with the 
cost of the transaction received from the merchant's server with the IP-address/user- 
identity relationship received from the IAP to properly charge an established account of 
the user for the transaction. Such an account is established by the user prior to the 
execution of the transaction for billing in a predetermined manner to, for example, the 
user's selected credit card, the user's debit card, the user's telephone account 
associated with his or her phone number, the user's merchant credit card, or other 
billing mechanism. For this billing methodology, arrangements thus need be established 
between billing server and the large number of different Internet Access Providers that 



Application/Control Number: 09/397,309 
Art Unit: 3628 



Page 9 



provide Internet access to a tremendously large customer base since for each user's 
session the IAP must be programmed to forward to the appropriate billing server the 
relationship between the user's currently assigned IP address and identity.(See column 
2 lines 27-67 and column 3 lines 1-67 and column 4-9 lines 1-67). 
Therefore it would have obvious to one of ordinary skill in the art at the time the 
invention was made that the teachings of McMullin to include designating a theme 
comprising a plurality of items offered by a plurality of providers wherein each item 
comprises at least one of a good and service and each provider comprises one of a 
merchant and service provider taught by Bartoli in order to bill a user for transactions for 
services and or goods provided and or ordered over the internet. 

As per claims 24, McMullin discloses wherein the debit card is issued by the 
financial institution and wherein the financial account is administered by the financial 
institution. (see column 1 lines 45-65 and column 2 lines 35-55). 

As per claims 25, McMullin discloses, wherein the debit card is issued by a first 
financial institution and wherein the financial account is administered by a second 
financial institution. (see column 2 lines 35-55) 

As per claims 26, McMullin discloses further comprising means for storing user 
reward amounts for periods prior to the current period and a means for generating a 
billing report at the end of the current period including a statement of the reward amount 
generated in periods prior to the current period and not yet redeemed, the reward 
amount earned during the current period, the reward amount redeemed during the 
current period, and the total reward amount earned but not yet redeemed.(see column 1 
lines 45-65 and column 2 lines 35-55). 

As per claims 27, McMullin discloses wherein the billing report further includes a 
statement of the total reward amount generated in all periods. (see column 3 lines 40-65 
and column 45-65). 

As per claims 28, McMullin discloses wherein the logo of the financial institution is 
displayed on the debit card. (8 line 5-65). 

As per claims 29, , McMullin discloses wherein the logo of the preferred retailer is 
displayed on the debit card. 
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As per claims 31 , McMullin discloses comprising means for calculating the reward 
earned by the user, at least in part, as a percentage of the cost of purchases made at 
the preferred retailer by the user using the debit card. (see column 4 lines 5-45). 

As per claims 32, McMullin discloses further comprising means for calculating the 
reward earned by the user, at least in part, as the sum of a first percentage of the cost 
of purchases made at the preferred retailer by the user using the debit card up to a first 
level of purchases and as a second percentage of the cost of purchases made at the 
preferred retailer by the user using the debit card up to a second level of 
purchases.(see column 4 lines 5-45 ). 

As per claims 33, McMullin discloses further comprising means for calculating the 
reward earned by the user, at least in part, as the sum of a first percentage of the cost 
of all purchases made by the user using the debit card and as a second percentage of 
the cost of purchases made at the preferred retailer by the user using the debit 
card.(see column 4 lines 5-45and column 3 lines 35-55). 

As per claims 32, McMullin discloses further comprising a means for calculating 
the reward earned by the user, at least in part sum of a first percentage of the cost of all 
purchases made by the user using the debit card up to a first level of purchases and as 
a second percentage of the cost of purchases made at the preferred retailer by the user 
using the debit card up to a second level of purchases. 

As per claims 35 , McMullin discloses further comprising means for calculating the 
reward earned by the user, at least in part, based on purchases of only designated 
goods made at the preferred retailer using the debit card.(see column 4 lines 5-45). 

As per claims 36, McMullin discloses further comprising means for calculating the 
reward earned by the user, at least in part, as the sum of a first percentage of the cost 
of certain designated goods at the preferred retailer and as a second percentage of the 
cost of other purchases at the preferred retailer.(see column 2 lines 35-45 and column 4 
lines 5-45). 

As per claims 37 , McMullin discloses further comprising means for calculating the 
reward earned by the user, at least in part, as a fixed amount for the purchase of 
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designated goods made at the preferred retailer using the debit card.(see column 4 
lines 5-45 and column 2 lines 35-55). 

As per claims 38 , McMullin discloses wherein the reward earned by the user 
includes an activated component and a dormant component, and the financial account 
is credited for amounts up to the amount of purchases made by the user at the 
preferred retailer using the debit card from the activated component of the reward 
earned by the user up to the full amount of the active component.(see column 1 lines 
45-65 and column 2 lines 35-55 an column 3 lines 55-65 and column 4 lines 5-45). * 

As per claims 39 , McMullin discloses wherein the dormant component 
corresponds to amount earned in a current period, and wherein the dormant component 
is automatically activated at the end of the current period, (see column 1 lines 45-65 
and column 2 lines 35-55 an column 3 lines 55-65 and column 4 lines 5-45). 

As per claims 40-54, 56- 62, McMullin discloses providing a debit card to the 
user, wherein the debit card is associated with a financial account such that the user 
may use the debit card to make purchases and an amount corresponding, at least in 
part, to the cost of the purchase made using the debit card is debited to the financial 
account defining periods of time providing a report to the user at the end of each 
defined period identifying, at least in part, the purchases made with the debit card 
during the defined period designating a retailer as a preferred retailer interpretive as 
credit card users belonging to a selected issuer using a selected retailer and calculating 
a reward amount for the user based at least in part, on purchases made using the debit 
card during a current period and, crediting the reward amount generated during the 
period to a user reward account, activating the user reward amount at the end of the 
period electing whether to provide the user reward amount to the sponsor or to the 
financial account, delivering the activated user reward amount to the sponsor when 
provision of the reward amount to the sponsor has been elected and debiting the 
amount of the cost of a purchase in a subsequent period from the financial account and 
crediting the financial account an amount up to the amount of the purchase in the 
subsequent period from the activated user reward account for purchases made at the 
preferred retailer when provision of the reward amount to the financial account has been 
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elected. (see column 1 lines 45-65 and column 2 lines 35-55 and column 3 lines 35-65 
and column 4 lines 5-45). 

McMullin fail to explicitly teach means for designating a theme comprising a plurality of 
items offered by a plurality of providers wherein each item comprises at least one of a 
good and service and each provider comprises one of a merchant and service provider. 

However Bartoli discloses the merchant's server associates the number telephone 
call with the request via the Internet for the goods or services in order to authenticate 
and authorize the transaction, a method of billing for transactions conducted over the 
Internet is disclosed in which a billing server connected on the Internet receives the IP 
address assigned to that user's client for the current user session and an indication of 
the user's identity from the user/customer's Internet Access Provider (IAP). In response 
to a chargeable transaction, the merchant's server transmits to a billing platform the IP 
address identity of the user making the transaction and the cost associated with the 
transaction. The billing server then cross-references the IP address associated with the 
cost of the transaction received from the merchant's server with the IP-address/user- 
identity relationship received from the IAP to properly charge an established account of 
the user for the transaction. Such an account is established by the user prior to the 
execution of the transaction for billing in a predetermined manner to, for example, the 
user's selected credit card, the user's debit card, the user's telephone account 
associated with his or her phone number, the user's merchant credit card, or other 
billing mechanism. For this billing methodology, arrangements thus need be established 
between billing server and the large number of different Internet Access Providers that 
provide Internet access to a tremendously large customer base since for each user's 
session the IAP must be programmed to forward to the appropriate billing server the 
relationship between the user's currently assigned IP address and identity.(See column 
2 lines 27-67 and column 3 lines 1-67 and column 4-9 lines 1-67). 
Therefore it would have obvious to one of ordinary skill in the art at the time the 
invention was made that the teachings of McMullin to include means for designating a 
theme comprising a plurality of items offered by a plurality of providers wherein each 
item comprises at least one of a good and service and each provider comprises one of 
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a merchant and service provider taught by Bartoli in order to bill a user for transactions 
for services and or goods provided and or ordered over the internet. 

As per claims 63-86, McMullin discloses a method of operating a debit card 
reward program by a financial institution for a user comprising: providing a debit card 
("i.e. debit card see column 2 line 35-40") to the user, wherein the debit card is 
associated with a financial account ( t[ i. e, card holder account" see column 1 lines 16- 
38) such that the user may use the debit card to make purchases (See column 2 lines 
15-40) at a point of sale to purchase goods, and an amount corresponding, at least in 
part, to the cost of the purchase made using the debit card is debited to the financial 
account. (See column 8 lines 30-45 and column 1 lines 20-40) defining selected 
parameters ("i. e, monthly") of information regarding each purchase made by the user 
predetermining levels of the selected parameters, capturing information regarding each 
purchase made by the user including(see column 3 lines 55-65 and column 4 lines 5- 
30"), at least in part, information concerning the selected parameters comparing the 
captured information to predetermined levels (see column 1 lines 25-38) calculating a 
reward based, at least in part, on the comparison of the captured information to the 
predetermined levels and delivering the reward . (See column 2 lines 45-59). 
McMullin fail to explicitly teach wherein the selected parameters of are related to a 
theme comprising a plurality of items offered by a plurality of providers wherein each 
item comprises at least one of a good and and service and each provider comprises 
one of a merchant and service provider. 

However Bartoli discloses the merchant's server associates the number telephone 
call with the request via the Internet for the goods or services in order to authenticate 
and authorize the transaction, a method of billing for transactions conducted over the 
Internet is disclosed in which a billing server connected on the Internet receives the IP 
address assigned to that user's client for the current user session and an indication of 
the user's identity from the user/customer's Internet Access Provider (IAP). In response 
to a chargeable transaction, the merchant's server transmits to a billing platform the IP 
address identity of the user making the transaction and the cost associated with the 
transaction. The billing server then cross-references the IP address associated with the 
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cost of the transaction received from the merchant's server with the IP-address/user- 
identity relationship received from the IAP to properly charge an established account of 
the user for the transaction. Such an account is established by the user prior to the 
execution of the transaction for billing in a predetermined manner to, for example, the 
user's selected credit card, the user's debit card, the user's telephone account 
associated with his or her phone number, the user's merchant credit card, or other 
billing mechanism. For this billing methodology, arrangements thus need be established 
between billing server and the large number of different Internet Access Providers that 
provide Internet access to a tremendously large customer base since for each user's 
session the IAP must be programmed to forward to the appropriate billing server the 
relationship between the user's currently assigned IP address and identity.(See column 
2 lines 27-67 and column 3 lines 1-67 and column 4-9 lines 1-67). 
Therefore it would have obvious to one of ordinary skill in the art at the time the 
invention was made that the teachings of McMullin to include designating a theme 
comprising a plurality of items offered by a plurality of providers wherein each item 
comprises at least one of a good and service and each provider comprises one of a 
merchant and service provider taught by Bartoli in order to bill a user for transactions for 
services and or goods provided and or ordered over the internet. 

As per claim 87, McMullin discloses a method of operating a debit card reward 
program by a financial institution for a user in conjunction with a retailer, the method 
comprising: 

providing a debit card to the user, wherein the debit card ("i.e. credit card see column 2 
lines 35-40) is associated with a financial account such that the user may use the debit 
card to make purchases at a point of sale to purchase goods, and an amount 
corresponding, at least in part to the cost of the purchase made using the debit card is 
debited to the financial account (see column 2 lines 35-55) defining a reward-generating 
activity in terms of selected characteristics of each purchase made by the user from the 
retailer using the debit card (see column 2 lines 35-55) capturing transaction data 
regarding each purchase made by the user using the debit card including, at least in 
part, information concerning the selected characteristics, wherein the transaction data 
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includes transaction financial information and transaction purchase information, (see 
column 2 lines 35-55) wherein the transaction financial information relates, at least in 
part, to financial characteristics of each purchase made by the user from the retailer 
using the debit card(see column 2 lines 35-55) wherein the transaction purchase 
information relates, at least in part, to particular goods sold at each purchase made by 
the user from the retailer using the debit card, (see column 2 lines 35-55) storing by the 
financial institution of transaction financial information related to each purchase made 
by the user from the retailer using the debit card, (see column 2 lines 45-550 
storing by the retailer of transaction purchase information related to purchase made by 
the user from the retailer using the debit card; 

comparing the transaction financial information and the transaction purchase 

information to the selected characteristics; 

calculating a reward based, at least in part, on the comparison and 

delivering the reward. (see column 2 lines 35-55 and column 3 lines 55-65 and column 4 

lines 5-45). 

McMullin fail to explicitly teach wherein the act of a reward generating activity comprises 
designating a theme comprising a plurality of items offered by a plurality of providers 
wherein each item comprises at least one of a good and service and each provider 
comprises one of a merchant and service provider. 

However Bartoli discloses the merchant's server associates the number telephone 
call with the request via the Internet for the goods or services in order to authenticate 
and authorize the transaction, a method of billing for transactions conducted over the 
Internet is disclosed in which a billing server connected on the Internet receives the IP 
address assigned to that user's client for the current user session and an indication of 
the user's identity from the user/customer's Internet Access Provider (IAP). In response 
to a chargeable transaction, the merchant's server transmits to a billing platform the IP 
address identity of the user making the transaction and the cost associated with the 
transaction. The billing server then cross-references the IP address associated with the 
cost of the transaction received from the merchant's server with the IP-address/user- 
identity relationship received from the IAP to properly charge an established account of 
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the user for the transaction. Such an account is established by the user prior to the 
execution of the transaction for billing in a predetermined manner to, for example, the 
user's selected credit card, the user's debit card, the user's telephone account 
associated with his or her phone number, the user's merchant credit card, or other 
billing mechanism. For this billing methodology, arrangements thus need be established 
between billing server and the large number of different Internet Access Providers that 
provide Internet access to a tremendously large customer base since for each user's 
session the IAP must be programmed to forward to the appropriate billing server the 
relationship between the user's currently assigned IP address and identity.(See column 
2 lines 27-67 and column 3 lines 1-67 and column 4-9 lines 1-67). 
Therefore it would have obvious to one of ordinary skill in the art at the time the 
invention was made that the teachings of McMullin to include wherein the act of a 
reward generating activity comprises designating a theme comprising a plurality of items 
offered by a plurality of providers wherein each item comprises at least one of a good 
and service and each provider comprises one of a merchant and service providertaught 
by Bartoli in order to bill a user for transactions for services and or goods provided and 
or ordered over the internet. 

As per claims 88-108, McMullin discloses a method of operating a financial 
service by a financial institution for a user comprising; providing a debit card ("i.e. debit 
card see column 2 line 15-40") to the user, wherein the debit card is associated with a 
financial account ("i. e, card holder account" see column 1 lines 16-38) such that the 
user may use the debit card to make purchases (See column 2 lines 15-40), and an 
amount corresponding, at least in part, to the cost of the purchase made using the debit 
card is debited to the financial account defining periods of time ("i. e, billing cycle") (See 
column 3 lines 55-65 and column 4 lines 1-5 and line 25-30) designating a retailer as a 
preferred retailer, ("i. e, "sponsor" see column 2 lines 35-40") calculating a reward 
amount for the user based at least in part, on purchases made using the debit card 
during a current period (See column 7 lines line 35 and column 4 lines 25-30 and 
column 2 lines 45-59) and crediting the reward amount generated during the current 
period to a user account. (See column 4 lines 25-30) and activating ("i. e, end of delay 
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period") the user reward amount at the end of the current period. (See column 4 line 32- 
45) and debiting the amount of the cost of a purchase in a subsequent period from the 
financial account, (see column 3 line 65) and crediting ("i. e, payment") the financial 
account an amount up to the amount of the purchasefi. e, charge amounts") in the 
subsequent period from the activated user reward account for purchases made at the 
preferred retailer.(see column 1 lines 30-38 and column 2 lines 14-60) providing a report 
("i.e. bill" see column 3 lines 55-65) to the user (see column 3 lines 55-65) at the end of 
each defined period identifying, ("i. e, monthly") at least in part, the reward amount, (see 
column 1 lines 30-35 and column 3 lines 55-65 and column 4 lines 5-30). 

McMullin fail to explicitly teach designating a theme comprising a plurality of items 
offered by a plurality of providers wherein each item comprises at least one of a good 
and and service and each provider comprises one of a merchant and service provider. 

• However Bartoli discloses the merchant's server associates the number telephone 
call with the request via the Internet for the goods or services in order to authenticate 
and authorize the transaction, a method of billing for transactions conducted over the 
Internet is disclosed in which a billing server connected on the Internet receives the IP 
address assigned to that user's client for the current user session and an indication of 
the user's identity from the user/customer's Internet Access Provider (IAP). In response 
to a chargeable transaction, the merchant's server transmits to a billing platform the IP 
address identity of the user making the transaction and the cost associated with the 
transaction. The billing server then cross-references the IP address associated with the 
cost of the transaction received from the merchant's server with the IP-address/user- 
identity relationship received from the IAP to properly charge an established account of 
the user for the transaction. Such an account is established by the user prior to the 
execution of the transaction for billing in a predetermined manner to, for example, the 
user's selected credit card, the user's debit card, the user's telephone account 
associated with his or her phone number, the user's merchant credit card, or other 
billing mechanism. For this billing methodology, arrangements thus need be established 
between billing server and the large number of different Internet Access Providers that 
provide Internet access to a tremendously large customer base since for each user's 



Application/Control Number: 09/397,309 Page 18 

Art Unit: 3628 

session the IAP must be programmed to forward to the appropriate billing server the 
relationship between the user's currently assigned IP address and identity.(See column 
2 lines 27-67 and column 3 lines 1-67 and column 4-9 lines 1-67). 
Therefore it would have obvious to one of ordinary skill in the art at the time the 
invention was made that the teachings of McMullin to include designating a theme 
comprising a plurality of items offered by a plurality of providers wherein each item 
comprises at least one of a good and service and each provider comprises one of a 
merchant and service provider taught by Bartoli in order to bill a user for transactions for 
services and or goods provided and or ordered over the internet. 

Conclusion 
Response to arguments 

6. Applicant's arguments files on 5/24/2005 have been fully considered but they are 
moot in view of new grounds of rejections. 

7. In response to applicant's arguments regarding McMullin. 

8. In response to Applicant's arguments that McMullin fail to teach or suggest" 
defining selected parameters of information regarding each purchase made by the user 
predetermining levels of the selected parameters, capturing information regarding each 
purchase made by the user including at least in part, information concerning the 
selected parameters comparing the captured information to predetermined levels 
calculating a reward based, at least in part, on the comparison of the captured 
information to the predetermined levels and delivering the reward and debiting the 
amount of the cost of a purchase for purchases made at the preferred retailer and 
designating a retailer as a preferred retailer and debiting the amount of the cost of a 
purchase in a subsequent period from the financial account up to the amount of the 
purchase made at the preferred retailer means for crediting the financial account an 
amount corresponding to a purchase made during the current period at a preferred 
retailer and designating a theme comprising a plurality of items offered by a plurality of 
providers wherein each item comprises at least one of a good and service and each 
provider comprises one of a merchant and service provider". 
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The examiner disagrees with Applicant's because, Applicant's claimed limitations are 
addressed in a combination of teachings as stated by McMullin discloses providing a 
debit card ("i.e. debit card see column 2 line 15-40") to the user, wherein the debit card 
is associated with a financial account ("i. e, card holder account" see column 1 lines 16- 
38) such that the user may use the debit card to make purchases (See column 2 lines 
15-40), and an amount corresponding, at least in part, to the cost of the purchase made 
using the debit card is debited to the financial account defining periods of time("i. e, 
billing cycle") (See column 3 lines 55-65 and column 4 lines 1-5 and line 25-30) 
providing a report ("i.e. bill" see column 3 lines 55-65) to the user, (see column 3 lines 
55-65) at the end of each defined period identifying, ("i. e, monthly") at least in part, the 
purchases made with the debit card during the defined period, (see column 3 lines 55- 
65 and column 4 lines 5-30) designating a retailer as a preferred retailer, ("i. e, 
"sponsor" see column 2 lines 35-40") calculating a reward amount for the user based at 
least in part, on purchases made using the debit card during a current period (See 
column 7 lines line 35 and column 4 lines 25-30 and column 2 lines 45-59) and crediting 
the reward amount generated during the current period to a user account. (See column 
4 lines 25-30) and activating ("i. e, end of delay period") the user reward amount at the 
end of the current period. (See column 4 line 32-45) and debiting the amount of the cost 
of a purchase in a subsequent period from the financial account, see column 3 line 65 
and crediting ("i. e, payment") the financial account an amount up to the amount of the 
purchasefi. e, charge amounts") in the subsequent period from the activated user 
reward account for purchases made at the preferred retailer, see column 1 lines 30-35 
and ("i. e, card holder account" see column 1 lines 16-38 and the incentive card 
administration calculates the award points earned by a participant at the end of each 
monthly billing cycle, and also states the participant have to wait for a delay period of 
before the reward account can be credited with the reward amount see column 2 lines 
column 14-60 and operating a debit card reward program by a financial institution for a 
user comprising: providing a debit card ("i.e. debit card see column 2 line 35-40") to the 
user, wherein the debit card is associated with a financial account ("L e, card holder 
account" see column 1 lines 16-38) such that the user may use the debit card to make 
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purchases (See column 2 lines 15-40) at a point of sale to purchase goods, and an 
amount corresponding, at least in part, to the cost of the purchase made using the debit 
card is debited to the financial account. (See column 8 lines 30-45 and column 1 lines 
20-40) defining selected parameters ("i. e, monthly") of information regarding each 
purchase made by the user predetermining levels of the selected parameters, capturing 
information regarding each purchase made by the user including(see column 3 lines 55- 
65 and column 4 lines 5-30"), at least in part, information concerning the selected 
parameters comparing the captured information to predetermined levels (see column 1 
lines 25-38) calculating a reward based, at least in part, on the comparison of the 
captured information to the predetermined levels and delivering the reward . (See 
column 2 lines 45-59). 

It is clear that the limitations addressed above are within the teachings of the prior art of 
references. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Clement B Graham whose telephone number is 703- 
305-1874. The examiner can normally be reached on 7am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 703-305-0505. The fax phone numbers 
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for the organization where this application or proceeding is assigned are 703-305-0040 
for regular communications and 703-305-0040 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 
CG, 

September 28, 2005 



EXAMINER 




